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Software patents have been preferred by inventors, in that patents can give a very powerful and desirable
protection, so that the owner of patent may prevent any unauthorized person _from making, using, or selling the patented
software invention. Software patents, on the other side, also have negative respects, including that it is hard to grasp the
scope of patented invention. Software inventions usually claimed in the form of means-plus-function because it is hard to
be expressed by conventional ways such as structures, materials of invention. This way of claiming seems to make the
scope of software patent more difficult to be understood, and the scope of claim could be overbroad than it should be. To
solve these problems, each country has been tried to give some standards such as the way that the scope of protection is
interpreted only to the extent that the persons ordinarily skilled in the art could work based on description concretely
disclosed in the specification. This interpretation rule seems to be applied in a same way in Japan and Korea, however,
the specific standards would be different, and this difference could affect the status of sofiware patent protection in each
country. In this respect, this research aims to analyze the status of software patent protection specifically in Japan and
Korea, especially focusing on the scope of claim for sofiware invention, in order to have a better understanding of the

scope of software patent protection.

| Introduction

Computer software is an instruction for computer to
realize some functions through steps for method. There
are algorithms as technical ideas, but the appearance of
software is in the form of computer language with
thousands of lines. And the technical ideas cannot be
matched up with physical existence. Therefore, to reveal
the real shape of software invention by human language
seems to be hard, and we can just express software
invention as methods controlling something. This feature
makes harder for us to understand the boundary of
software invention, and it could be ground the criticisms
that software patent could be expressed by vague words
and it could be the reason that makes the scope of patent
protection overbroad.!

In the other hand, patent system tries to make the
invention protected under patent law clear, using claim,
detailed explanation of invention, drawings, summary of
invention. As the rule set under patent law, the
determination of what is the invention in a certain
application is based on the words in the claim, and the
specification® is considered to understand the truth of
invention. And the scope of patent protection, which is
the right to exclude other’s working in real (in this report,
it will be called ‘the scope of protection’), can be different
from the scope of invention, because to determine the
scope of protection, the balance with alleged infringer
should be considered.

To demarcate the invention in the claim, the words
in claim and specification should be interpreted in a
proper way. The general approach to interpreting the
words above could be expressed as following principles,
such as “don’t read in limitations”, “refer the
specification”. They mean that the invention in the claim
should be determined by factors in only claim, but to
understand the invention in the claim, such as to
understand the meaning of words consisting of claims,
the specification can be referred.> In other words, the
width of claim should not be affected by specification.
However, there is an exception that if there are
expressions which may reveal the applicant’s intention
that restricts a word’s meaning and clearly disavows the
broader scope, the scope of invention in the claim would
be reduced by the expressions in the specification.*

This approach to the determination of the invention
in the claim is reflected in the Patent law of Japan and
Korea. However, to realize this approach, what specific
standards are applying could be different in each country,
and the result from difference of specific standards can
make the scope of protection in each country different.
Therefore, to discuss the status and scope of software
patent protection in Japan, there is a need to start from
general principle for demarcating the scope of claim.

(*) This is a summary of the report published under the 2014FY Industrial Property Research Promotion Project (2014FY-2016FY) Entrusted

by the Japan Patent Office.

(**) Researcher/Lecturer, Kangwon National University, Korea, at our institute over a period of approximately 5 months from October 20,
2015 through March 19, 2016, as an Invited Researcher for the Fiscal Year 2015.
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I The status of software patent
protection in Japan

1 Overall

Software can be protected under Japanese patent law
in the case of where it is considered as a invention, “the
highly advanced creation of technical ideas utilizing the
laws of nature (Article 2, paragraph (1) of the Japanese
Patent Act (Act No. 121 of 1959)),” and it can be claimed
by various types of claim. It can be claimed by invention
of method and invention of product as well. Software
invention of product can be expressed by apparatus,
computer or system claim, and it can be claimed with
computer readable recording medium, it also claimed
itself, computer program, data having a structure or data
structure.’ The type of computer program claim can be
supported by Article 2, paragraph (3), item (i) which
states that “a product (including a computer program, etc.,
the same apply hereinafter).” It is explained that this
statute is for making clear that software invention can be
regarded as a product invention and transmission of
software invention fall under the scope of working.®

In the other hand, despite of difference of types, the
way of determination of the scope of claim, especially to
find out the meaning of expressions in the claim, doesn’t
seem to be very different from one another, but it is
important to the concept of working. Therefore, to discuss
the status and scope of software patent protection in Japan,
there is a need to start from general principle for
demarcating the scope of claim. It can be discussed in
two respects, one is for understanding the invention in the
claim and deciding whether the invention could be
considered better technical idea comparing prior art, the
other one is for determining the scope of patent protection
for the invention from the standpoint of banning the
other’s business.

2 Statutes and Guidelines

As for the scope of claim, Japanese Patent Act
provides that how to describe the invention in the claim,
and how to recognize and accept the invention described
in the claim. For the description of the invention, it
provides that patent claim shall state all matters necessary
to specify the invention for which the applicant requests
the grant of a patent, and the claim shall be supported by
detailed explanation of the invention, and it shall be clear
and concise (Article 36, paragraph (5), (6)). For the
recognition of the invention, it provides that technical
scope of a patented invention shall be determined based
upon the statements in the scope of claims attached to the
application. And the meaning of each term used in the
scope of claims shall be interpreted in consideration of
the statements in the description and drawings attached to
the application (Article 70). These statutes are for all
types of claim, including Means-plus-function claim

which is frequently used for software invention, because
there is no statute for means-plus-function claim in
Japanese Patent Act. This respect is different from U.S.
Patent Act, but same as Korean Patent Act.

Meanwhile, JPO provides the guidelines concerning
the scope of invention in the claim in the stage of
obtaining a patent right. It says that specifying the
claimed invention should be based on the description in
the claim, and the meaning of words in the claim is
understood by considering the specification and the
common general knowledge at the filing into
consideration, 7 and it uses same expression with
Japanese Patent Act Article 70, paragraph (2). It provides
more specific guidelines for understanding the meaning
of words in the claim, such as how to consider
specification in specifying the claimed invention. If there
are terms not correspond to the claim and specification,
the statement of claim become the object to examine the
patentability. The terms in the claim is interpreted based
on the usual meaning though, where meanings of the
terms described in the claims are defined or explained in
the specification, the definition or explanation is
considered. However, the statements of specification is
doing a role of examples or additional supplement, the
statements are not considered when the meaning in the
claims is interpreted.®

3 Cases

As for the scope of claim, there have been a lot of
discussions concerning whether the specification could be
considered or not, under what circumstances it could be
considered, the way of considering specification should
be different between claimed invention and patented
invention, or the way of considering specification should
be different between in the process of invalidation suit of
infringement suit, etc. Although this discussion is
continued even now, it is explained that since sometime
the single standard became the leading opinion.” And
this opinion would be supported by Kilby'® case judged
by Japanese Supreme Court and amending the Article
104 of 3, which could prevent the infringement of patent
which could be invalidated, and the recent supplement
opinion in the Supreme Court Judgment (2012 (Ju) 1204),
decided last year, concerning Product by Process claim
though, seems to show this trend.!!

As for the scope of protection, Japanese Patent Act
Article 70, stated above, would be basic standard.
However, the scope of protection could be different from
the scope of patented invention in that a balance with
alleged infringer should be considered. Especially with
regard to means-plus-function claim, the tendency that
the scope of protection is limited to embodiment and the
extent that persons who ordinarily skilled in the art can
work based on the embodiment, could be found.'?
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4 Discussions for Software Patent Protection

To discuss the software invention, it is needed to
consider characteristics of software that it is consist of
conceptual method such as algorithm, and it can include
range wide-abstract step from specific-concrete step with
computer language. And it has high possibility that there
are a lot of functional expressions as specific information
in the specification as well, the functional expressions in
the specification could be more specific concrete than
functional expressions in the claim though.'?

Therefore, the scope of software invention has been
interpreted  under the way of interpreting
means-plus-function claim. It seems to be the most
important character in determining the scope of software
patent protection, and it’s hard to find any other special
treatment or standard considering the feature of software
or software invention in statutes, guidelines and cases
considering this respect.

However, it should be noted that the current rule for
interpreting  means-plus-function claim has been
developed under cases almost concerns mechanic
invention or invention has specific structures,'* and the
difference of technical features between invention which
has specific structures such as mechanic invention and
invention which doesn’t have specific structures such as
software invention, should be considered.

lll The status of software patent
protection in Korea

1 Overall

The software patent system in Korea seems quite
similar to Japan. To be patented the software should fall
under the concept of invention, “the highly advanced
creation of technical ideas utilizing laws of nature (Article

2, item (i) of Korean Patent Act (Act No. 13096 of 2015)).

And it can be claimed by invention of method and
product, software invention of product can be claimed by
apparatus, computer or system claim, and computer
readable recording medium.

However, it cannot be claimed software itself, and it
only can be claimed by computer program stored in the
medium in order to solve a certain problem combined
with hardware. It means that software invention cannot
claimed itself, even if it can be regarded as the highly
advanced creation of technical ideas utilizing laws of
nature. And Korean Patent Examination Guideline
provides that computer program as such is one example
of non-statutory invention.'> It can be read that Korean
patent system for software put emphasis on hardware in
software invention.

2 Statutes and Regulations
Korean Patent Act provides that how to describe the
invention in the claim and how to recognize and

determine the invention described in the claim in a similar
way to Japan. For the description of the invention, it
provides that “the claims shall state such matters deemed
necessary to specify and invention as structures, methods,
functions and materials or combination thereof to clarify
what to be protected (Article 42, paragraph (6) of the
Korean Patent Act).” And it also provides that “the claims
shall be supported by detailed description and the claims
shall define the invention clearly and in detail (paragraph
(4) of said Article).” For the recognition of the invention,
it provides that “the scope of protection conferred by a
patented invention shall be determined by the subject
matters described in the scope of claims.”

KIPO provides the guidelines concerning the scope
of invention in the claim in the stage of obtaining a patent
right. There are two concepts about this issue, “the
recognition of the invention”, and “definition of the
claimed invention.” The first one concerns so-called
“Don’t read in limitations” approach, and second one
concerns so-called “Refer the specification” approach.!®
As for the first part, Korean patent examination guideline
provides that since “description of claims holds
significance in that the scope of protection of a patent
right is determined based on the description,” “the
recognition of the invention for which patent protection is
sought shall be made based on the description disclosed
in each of the claims.”'” As for second concept, we can
see the guideline on the way of definition of the claimed
invention, and it seems to be similar to specifying the
claimed invention of JPO’s guideline. According to the
guideline, if the statement of claimed invention is clear,
defining the claimed invention should be made as stated
in the claim. The term in the claims is interpreted as
having a general meaning and scope generally accepted
in the technical field. And if there are terms not
correspond to the claim and specification, the statement
of claim become the object to examine the patentability.

3 Cases

As for scope of claim, although Korean Supreme
Court has not shown consistent attitude, there could be
found a tendency which seems to show that it’s harder to
consider the specification in determining claimed
invention in Korea comparing to Japan, could be found in
judgments by Korean Supreme Court.'® It can be learned
from the statement like “in the case of where the scope of
claim is clear under the statement of claim, the scope of
claim should not be limited by specification," or "in the
case of where the term has a specific meaning and it is
explicitly define in the specification, it should be
interpreted in an objective and reasonable way by taking
into consideration of its technical meaning, taken together
with the common general knowledge at the time of filing,
based on the general meaning of the terminology.”"

As for scope of protection, considering Korean
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Supreme Court judgments, in determining the scope of
protection, factors like legal stability for the third party,
can make the scope of protection narrower than the scope
of claim itself*® And with regard to means-plus-function
claim, there seems to be a tendency that the scope of
protection based on the description in the specification,
and interpreted to the extent that the persons ordinarily
skilled in the art could work based on constitution
disclosed concretely in the specification.?! In this case,
according the Korean Supreme Court, the person is
considered as those who ordinarily skilled in the technical
field concerning allegedly infringing invention, not
patented invention.?

4 Discussions for Software Patent Protection
In Korea, in that there are not many discussions
concerning the scope of software invention, it is hard to
find the special treatment for software, and it is just
interpreted considering the feature of
means-plus-function claim. However, as for the scope of
protection, Seoul High Court Judgment, 2001Na60578
which stated that “in determining whether there is an
infringement or not, the defendant should have worked
not only all the composition of the invention, but also
‘time-series and systemic relationship among the
composition of invention’,” could be utilized as a tip in
demarcating the scope of software patent protection.

IV Conclusion

1 Overall

In this research, the status of patent protection can be
understood using two concepts, the scope of claim and
the scope of protection. The scope of claim can include
the concept of claimed invention and patented invention,
and both of them logically should be considered same. It
could be regarded relatively stable concept in that it is
determined under statement from applicant and general
technology at the filing. In other hand, the scope of
protection could be regarded relatively variable concept,
in that it should be determined considering balance with
alleged infringer.

As for overall protection status in Japan and Korea
seems to be similar to each other. However, the scope of
claim could be interpreted differently in the process of
patent examination in invalidation suit, and it can be said
that there is possibility that the gap between scope of
claim and protection could be larger in Korea than in
Japan.

2 In Respect of the Scope of Claim

To begin with, it can be said that in recognizing and
determining the scope of claimed invention, basically
similar standards could be found, such as "the scope of
claim is determined based on the claim", and “if there are

definition of term of the claim in the specification, they
should be considered into understanding the meaning of
the term, the general principle.” However, as for the way
of treating the description of invention in the claim, it is
explained that the tendency which seems to show that it’s
harder to consider the specification in determining
claimed invention in Korea comparing to Japan, is found
in judgments by Korean Supreme Court.”> Comparing
the expressions used in Patent examination guideline of
JPO and KIPO, the requirements for considering
specification of KIPO’s guideline seem to be stricter.

As for means-plus-function claim, basically similar
standards to each other could be found, such as “this type
of claim is treated as the whole products which have the
function, characters etc. by the expression in the claimed
invention, however it can be reduced by statements in
specification, and common general knowledge.”
However, as for the way of treating the description in the
specification in understanding functional expression in
the claim could be stricter in Korea, like other types of
claim, in that the expressions in the examination guideline
in Japan and Korea seem to show difference of attitudes.
This respect can affect the patentability of claimed
invention. If the claimed invention is in the technical field
in which prior art can be found easily, the patentability
could be lower. In the opposite case, the patentability
could be higher and there is possibility that there could be
more wide-broad patents in that technical field. Although
these wide-broad patents could be restricted to the scope
of protection by court, not all the patent disputes can be
contended in court.

3 In Respect of the Scope of Protection

Since patent protection should be based on the
invention in the claim, the basic interpretation of the
scope of patent would be same as the scope of claim. In
determining the scope of protection, however, since the
balance with alleged infringer should be considered, the
scope of protection tends to be interpreted narrower than
the scope of claim itself. This is a basic tendency in each
country. Especially, as for Korea, it could be learned from
such cases which stated that “in the case of determination
of technical scope of invention under the statement in the
claim is obviously unreasonable referring the
specification, it should be interpreted under justice and
equity, considering technical idea, specification, intent of
applicant, and legal stability for the third party.”?*
According theses judgment, in determining the scope of
protection, factors like legal stability for the third party,
can make the scope of protection narrower than the scope
of claim itself. In this respect, considering that there are
possibilities that the scope of claimed invention could be
interpreted wider in the process of examination, the gap
between the scope of claim and protection could be found
more easily.
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4 In Respect of Software Patent

Since software patents usually have been claimed
using functional expressions, with regard to the scope of
software patent, it is basically explained that in respect of
interpretation of means-plus-function claim. And there is
no statute for interpretation of means-plus-function claim
separately under Patent Act in Japan and Korea, the
general rule for claim interpretation would be applied to
software patent basically. Therefore, in principle, the
scope of claim for software would be interpreted based on
only words in the claim, and the meaning and scope of
meaning would be interpreted in light of common usage
and knowledge in the field of the art. If the words have
special meaning or limited scope, and it is reflected in the
specification, these specialties could be considered, in
both countries. However, the requirements of description
for these specialties to be considered would be different,
and the thing and ground that the requirements in Korea
could be regarded stricter, is as it is said in the chapter 3
above.

In other hand, as for the scope of protection for
software, it doesn’t seem to be too much to say that it
would be interpreted based on the description in the
specification, in that the Courts in both countries have
stated that the scope of protection for
means-plus-function should have been interpreted the
extent to that persons who ordinarily skilled in the art
could work based on the concrete description in the
specification. That’s why the role of embodiment seems
to be very important in both countries. However, it should
be noted that the case law for the scope of protection for
means-plus-function claim has been developed from
cases concerning machinery invention or invention which
has concrete structures, and the feature of software
invention is different from them. Considering that the
history of software patent is relatively short, the thing that
there aren’t many discussions on the interpretation with
regard to software patent protection considering the
features of software, is not surprising. It is just to be
hoped that there will be more cases and discussions
concerning the technical features of software invention
and it will reflected into the rule of interpretation for
software patent claim and protection.
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