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International injunctions can be issued in a legitimate manner in intellectual property right 

infringement cases. However, there are quite many unsolved problems, such as the geographical scope of 
an injunction and enforcement thereof, in addition to the issue of international jurisdiction that generally 
becomes a problem in transnational intellectual property right infringement cases. Whether a court can 
grant a cross-border injunction is not only related to whether the court has international jurisdiction. 
However, discussion has been held on the issue of to what extent international jurisdiction is recognized, in 
determing a demand for a cross-border injunction, particularly in Europe, due to the existence of the 
Brussels I Regulation and the Lugano Convention, on the premise that judgments rendered by courts 
whose jurisdiction was based on the provisions set in said Regulation or Convention are relatively easily 
recognized/enforced in other countries. The situation in the United States is different from the situation in 
Europe. In this study, we first overviewed the cases in which a cross-border injunction could be sought, and 
then considered cross-border injunctions by focusing mainly on international jurisdiction and the ways of 
recognizing/enforcing foreign judgments. 

 
 
 

Ⅰ Introduction 
 

Article 44 of the TRIPS Agreement 
(Agreement on Trade-Related Aspects of 
Intellectual Property Rights)1 stipulates that “1. 
The judicial authorities shall have the authority to 
order a party to desist from an infringement,” 
thereby obliging its members to develop domestic 
law to make it possible to take an injunction 
through the judicial authorities as an effective 
measure against an infringement of an intellectual 
property right.2 However, this provision does not 
specifies such matters as the extent to which the 
judicial authorities should have the authority to 
grant an injunction. 

Many studies have been conducted on the 
discipline of international intellectual property 
right-related cases, in particular, international 
jurisdiction and the issue of recognition 
/enforcement of judgments in general, both in 
Japan and abroad in recent years.3 However, it 
seems that there have been relatively few studies 
focusing attention on a specific type of remedies, 
that is, international jurisdiction. Therefore, in 
this study, we tried to consider a desirable 
discipline of international injunction in intellectual 
property right infringement cases. For the 
discipline of international injunction, the issue of 
international jurisdiction, that is, which country’s 

court can examine/determine the existence of 
infringement of an intellectual property right, etc., 
is relevant, but beyond that, the rules of 
enforcement of cross-border injunctions are 
important. Unlike the enforcement of monetary 
judgments such as orders to pay damages, that of 
injunctions, which are non-monetary judgments, 
seems to involve many unsolved problems. 
Possible types of enforcement of cross-border 
injunctions are, firstly enforcement in a country 
to which the court that has granted the injunction 
belongs, and secondly enforcement of injunctions 
or other measures in the countries other than the 
country of the court that granted the injunction or 
measures. 

 
Ⅱ Various Types of Transnational 

Intellectual Property Right 
Infringement Cases and 
Background Thereof 

 
1 Cases of Transnational Intellectual 

Property Infringement 
 

It is submitted that Europe and the United 
States, in the first place, differ in the types of 
situations on which courts and academics have 
discussed whether a court can issue a 

(*) This is an English translation of the summary of the report published under the Industrial Property Research 
Promotion Project FY2010 entrusted by the Japan Patent Office. IIP is entirely responsible for any errors in expression 
or description of the translation. When any ambiguity is found in the English translation, the original Japanese text 
shall be prevailing. 
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“cross-border injunction” in intellectual property 
right infringement cases, particularly, in patent 
infringement cases. That is, what has mainly 
attracted attention in Europe is an issue of 
whether a court in country B can issue an 
injunction against infringement of an intellectual 
property right registered in country A. On the 
other hand, what has mainly been discussed in the 
United States is about injunctions against the acts 
that infringe U.S. intellectual property rights 
outside the territory of the United States. 

We can give some other sub-categories of 
cases of cross-border intellectual property 
infringement as well as those in the U.S. and in the 
EU. Although the classifications are not exclusive 
each other and might overlap in some cases, it 
seems that the following four or five types of 
transnational infringement can be assumed. 
 
(1) Where a person based in country B 

infringes a patent right registered in 
country A in country A (ex. the GAT case) 
The first type is the orthodox case of 

infringement of country A’s patent right4 in the 
territory of country A in which the base (or 
address) of the “infringer” is located in a country 
other than country A (for example, country B). In 
this case, if most of the infringer’s property is at 
the place of its address, the patentee might 
choose to file a lawsuit to seek an injunction 
against the infringement, etc. in the place of the 
infringer’s address in consideration of convenience 
in the subsequent enforcement stage. In that case, 
the court in country B can be required to examine5 
the existence of infringement of the patent right 
under the law of country A, which is another 
country, and to determine whether to issue an 
injunction against the act of infringement in 
country A. 

On the contrary, if the patentee files a 
lawsuit in country A, it is only necessary for the 
court in country A to examine/determine 
infringement of the patent right registered 
therein. Therefore, there seems to be little 
difficulty in that point. However, where an 
injunction is issued after the infringement is 
found, the way of enforcing the injunction against 
the company in country B which does not have 
property in country A6 can be a problem. 
 
(2) Where multiple infringers individually 

infringe any parallel patent rights in 
countries where the relevant patent 
rights have been registered (ex. the 
Roche Netherland case) 

The second type is the case where, for X’s 
parallel patents in multiple countries (for example, 
country A, country B, and country C), Y1 
individually infringes a patent right in country A, 
Y2 individually infringes a patent right in country 
B, and Y3 infringes a patent right in country C, 
and Y1, Y2, and Y3 are companies that belong to 
the same corporate group.  X often wishes to 
bring one lawsuit against all infringers (Y1, Y2, 
and Y3) to seek injunctions against infringement 
of all the patent rights, for example, before a court 
in country A instead of starting multiple lawsuits 
in multiple countries. 

If such a lawsuit is filed, firstly it is 
necessary to determine the existence of 
international jurisdiction over infringement of 
foreign patent rights, that is, whether the court in 
country A is found to have international 
jurisdiction over a lawsuit against multiple 
defendants including foreign companies. 7 
Secondly, if the court in country A grants an 
injunction, the way of enforcing the injunction, in 
particular, against foreign companies will be an 
issue in the same manner as the first type of 
transnational intellectual property cases. 

 
(3) Infringement of a unified intellectual 

property right in multiple countries 
An example of the third type is the case 

where a Community trade mark is infringed in 
multiple Member States of the European Union 
(E.U.). The Council Regulation on the 
Community Trade Mark8 for Community trade 
marks stipulates detailed rules. Therefore, it is 
possible to say there are few interpretational 
problems. However, there remain unclear points 
concerning the geographical scope of an 
injunction and its enforcement. 

 
(4) Where it is not easy to locate the “place 

of infringement” 
The fourth type is the case where it is not 

easy to locate infringement or the place of 
infringement in a specific country. Cases of 
infringement of an intellectual property right in 
an individual country through activities on the 
Internet and cases where multiple persons based 
in different countries are involved in the 
respective part of elements that constitute 
infringement of an intellectual property right are 
considered to fall under this type. 

 
2 Infringement on the Internet 

 
Some technical specificity of infringement on 
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the Internet obliges us to deal with that type of 
infringement differently from other types, for 
instance, as to the way of regulating it, 
enforcement of judgments, etc.  The judgment 
by the French Court of Cassation in Roederer9 
case will give us enough hints. 

 
3 Background of Various Cases regarding 

Transnational Intellectual Property 
Infringement 
 
As the background behind such difference in 

transnational intellectual property infringement 
cases, there are differences in systems of 
intellectual property law and differences in 
judicial frameworks. 

First of all, the cases discussed differ 
significantly between in Europe and in the United 
States. Cross-border injunctions against 
infringement of foreign intellectual property 
rights were lively discussed, in particular, in 
Europe, due to the existence of the Brussels 
/Lugano regime for international jurisdiction and 
enforcement of foreign judgments.10 In fact, some 
courts in European countries have granted 
cross-border injunctions mainly within European 
countries based on the understanding that courts 
can examine/determine infringement of foreign 
intellectual property rights to a certain extent 
under said rules. Secondly, even within the E.U., 
handling of infringement cases can differ 
depending on whether a right infringed is a 
unified intellectual property right (within the 
region) like a Community trade mark or a right 
that takes its stand on the principle of 
“territoriality” of intellectual property. 

In the following sections, we will see an 
overview of different intellectual property systems 
and judicial frameworks for remedies regarding 
infringement of intellectual property rights. 

 
Ⅲ Legislation in the E.U. 

 
1 Community Trade Mark 

 
In the E.U., the situation differs between the 

legal system for trademarks and that for patent 
rights. For trademarks, there is a Community-level 
unified 11  trademark right system. It is the 
Community trade mark system 12  which is 
disciplined by the Council Regulation on the 
Community Trade Mark.13 

Community trade marks are to have equal 
effect 14  throughout the Community. The 
construction of some provisions of the Council 

Regulation on Community Trade Mark, including 
the article that stipulates that “a Community 
trade mark court shall (……) issue an order 
prohibiting the defendant from proceeding with 
the acts which infringed or would infringe the 
Community trade mark,”are getting clarified by 
the European Court of Justice (ex. Nokia case15, 
Chronopost v DHL case16). 

 
2 European Patent 

 
A system for unified rights throughout the 

E.U. like Community trade marks has yet to be 
established in the field of patent. 17  Although 
there is a system of “European patent” that is 
based on the European Patent Convention of 
which contracting states are not limited to the 
Member States of the E.U.,18 a patent obtained 
through filing an application with the European 
Patent Office is, in reality, nothing more than a 
bundle of patent rights in multiple countries 
which the applicant has designated at the time of 
filing. 

The point that a European patent is not a 
unified right throughout the E.U. has a significant 
meaning in terms of the trend of European patent 
infringement lawsuits. It could be that, as long as 
a European patent is not a unified right, even if 
multiple parallel patent rights that are based on 
the European Patent Convention are concurrently 
infringed, there is no need for the results of court 
proceedings for infringements of those parallel 
patent rights to be unified. In fact, for the case 
where multiple parallel patent rights obtained 
through the European Patent Convention were 
infringed respectively by multiple companies, the 
aforementioned preliminary ruling of the 
European Court of Justice on the Roche 
Nederland case presented an interpretation that 
the patentee cannot file a lawsuit for all 
infringements with the court in the Netherlands 
on the basis of the provision of subjective joinder 
of actions in Article 6(1) of the Brussels 
Convention. 

 
Ⅳ Legislation in Each Country 
 
1 Member State of the E.U.—France 

 
France is one of the Member States of the 

E.U. As overviewed in the previous Chapter, the 
situation differs between the field of patent right 
and the field of trademark right. Therefore, cases 
are overviewed below while dividing them into 
patent right infringement cases and trademark 
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right infringement cases. 
 

2 Switzerland 
 

Although Switzerland is not a Member 
State of the E.U., it is a contracting state of the 
European Patent Convention and is also a 
contracting state of the Lugano Convention on 
Jurisdiction and the Enforcement of Judgments in 
Civil and Commercial Matters 19  (hereinafter 
merely called the “Lugano Convention”). 
 
3 The United States 

 
The United States is neither a contracting 

state of the European Patent Convention like 
Switzerland nor a contracting state of a convention 
that mutually facilitates the recognition 
/enforcement of foreign court judgments in relation 
to many European countries like the Lugano 
Convention. Consequently, there are problematic 
situations that are different from those in France 
and Switzerland in terms of judgments issuing 
international injunctions in intellectual property 
right infringement cases and enforcement of 
international injunction. The Voda v. Cordis case20 
and court precedents thereafter attract attention. 

 
Ⅴ Matters to Be Considered 

Regarding International Injunctions 
 
As seen above, where jurisdiction is based on 

the existence of the defendant’s address within the 
country of forum, the scope of jurisdiction is 
extensively recognized beyond the territory of the 
country of forum unless taking a stance like that in 
the aforementioned U.S. court precedent. Then, is 
the court having jurisdiction that is not limited in 
terms of territory able to examine an infringement 
overseas and issue an injunction internationally as 
long as the fact of infringement of an intellectual 
property right is recognized? In addition, even if 
the court is legally granted the authority, has it 
actually issued international injunctions? 

 
1 Injunctions against Infringements on 

the Internet and Injunctions against 
Infringements in Real World 
 

(1) Parties 
Quite a number of lawsuits to seek an 

injunction against infringement on the Internet 
are filed against Internet service providers. 21 

Although whether to file such a lawsuit while 
naming only an Internet service provider as the 
defendant depends on the situation, according to 
Professor Muir Watt, etc., people tend to file 
lawsuits mainly targeting Internet service 
providers that have property in the country of 
forum or have made profits in the country of 
forum rather than targeting the possessors or 
creators of marks or wordings that fall under 
infringement. That is because it looks more 
effective to stop infringement.22 

 
(2) Effectiveness of injunctions 

Even understanding infringements on the 
Internet as those that can be disciplined basically 
in the same manner as infringements in real world 
without considering them to be completely 
different,23 they also have differences. One of the 
differences is a technical difference concerning 
infringement. Due to the structural and/or 
technical mechanism of the Internet, infringement 
on the Internet can occur easily internationally. On 
the other hand, there is a view that, where the 
court of a country issues an injunction against 
infringement on the Internet, it is also technically 
easy to secure the enforcement of the injunction by 
addressing the injunction to an intermediary, etc. 
that maintains the site.24 

 
2 Recognition/Enforcement of Injunctions 

Issued by Foreign Courts 
 
(1) Difference from recognition/enforcement 

of monetary judgments 
It seems that there are generally differences 

between monetary judgments, such as orders of 
compensation of damages, and non-monetary 
judgments such as injunctons. Firstly, it can be said 
that the content of injunction is more wide-ranging 
than monetary judgments. Secondly, they differ in 
the ways of enforcing in the cases where an 
addressee of an order does not voluntarily obey to 
the order a judgment. Thirdly, special treatment 
has been traditionally admitted for an injunction 
that is a remedy classified as that in the field of 
“equity”measure, in particular, in common law 
countries.25 

 
(2) Tendency of recognition/enforcement of 

foreign non-monetary judgments 
It needs to be studied whether the ways of 

recognition/enforcement of foreign monetary 
judgments and those of foreign non-monetary 
judgments are generally distinguished or not. 
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(3) Facts after granting an injunction 
After a court granted an injunction to preclude 

a defendant from infringing an intellectual property 
right, the defendant sometimes changes his 
conduct or products only a little bit and insists that 
he obeyed the injunction. How a foreign court can 
react to such new facts when the enforcement of 
the injunction is demanded?  That can also be an 
issue. 

 
3 Measures to Secure Effectiveness 

 
The issue of measures to secure effectiveness 

can be understood as a matter that belongs to 
compulsory enforcement in a sense. It has also 
been considered that, as long as enforcement 
competence belongs exclusively to the country to 
which the place of enforcement belongs under 
public international law, 26  enforcement by the 
organ of a country is limited, in principle, within 
the territory of the country. On the other hand, on 
the premise of the interpretation that the issue of 
enforcement competence under public international 
law is limited to the execution of physical binding 
power, the following point of view has also been 
prevailing recently: As long as a measure to secure 
effectiveness is a sort of normative thing at the 
stage of its being ordered by the court, it cannot be 
said that an order concerning a measure to secure 
effectiveness is limited within the territory of the 
country that has issued the order.27 

 
(1) Types/characters of measures to secure 

compliance 
“Measures to secure compliance” provided for 

in the second sentence of Article 102(1) of the 
Council Regulation on the Community Trade Mark 
are based on the domestic law of a Member State of 
the E.U. in which the Community trade mark court 
that issues an injunction is located. Therefore, 
measures that are taken as “measures to secure 
compliance” differ depending on the country. 

 
(2) Recognition/enforcement of measures to 

secure compliance 
According to Ms Marketa Trimble, who has 

analyzed cross-border injunctions issued by  U.S. 
courts in patent infringement cases, where the 
defendant is neither based in the United States nor 
has any property in the United States, there are 
two possible ways of making effective a 
cross-border injunction. One is to request the court 
of a foreign country for the recognition/enforcement 
of the cross-border injunction itself, and the other 
is to obtain a contempt order from the U.S. court 

and request the recognition/enforcement of the 
contempt order in a foreign country.28 

Can measures which a court has taken to 
secure compliance with its injunction be 
recognized/enforced in other countries, in addition 
to the recognition/enforcement of the injunction? 
As mentioned above, there are various kinds of 
measures to secure compliance with court orders. 
Therefore, handling seems to be not identical. 

 
(i) Legislation in the E.U. 

Article 49 of the Brussels I Regulation 
provides that astreinte (periodic payment) ordered 
by a foreign court shall be enforceable in certain 
cases (where the amount of the payment has been 
“finally determined” by the court of a Member 
State of the E.U. that had ordered the astreinte29).30 

 
(ii) Recognition/enforcement of a contempt 

order in the United States 
In the case in which recognition/enforcement 

of both a judgment on the merits based on the 
infringement of a trademark right and a judgment 
of a contempt order, both of which were rendered 
by the U.S. court, was requested in Canada in 
2006,31 the Supreme Court of Canada determined 
that enforcement of the contempt order issued by 
the U.S. court is not permissible. One of the 
reasons thereof was that judgments of contempt 
orders are always considered to have a criminal 
nature in Canada and that judgments of contempt 
orders are not enforceable as long as foreign 
criminal judgments are not recognizable 
/enforceable in Canada. 32  Even if civil and 
criminal contempt orders are distinguished in the 
United States, the definition of nature in the 
United States is irrelevant to the determination 
on whether enforcement in Canada is permitted. 
 
(iii) Enforcement of monetary sanctions 

imposed by the United States in France 
On the other hand, even where the Brussels I 

Regulation is not applicable, the Court of Cassation 
of France authorized the enforcement in France of 
monetary sanctions (periodic payments) imposed 
by the U.S. court (after the amount of the payment 
was finally determined) by understanding the U.S. 
payment order as a kind of astreinte.33 
 
Ⅵ Suggestions to Japanese Law 
 
1 Cases in Japan  
 

In the following sections, how Japanese 
courts should deal with demands for injunctions 
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or recognize foreign injunctions in transnational 
intellectual property infringement cases will be 
considered in the light of what we examined so far 
in this study. In particular, we will see a 
well-known judgment of the Japanese Supreme 
Court in the “card reader case” and a judgment of 
the Tokyo district court in the “coral sands case,” 
both of which dealt with an issue of cross-border 
injunctions to preclude acts of infringement of a 
foreign patent.  

 
2 The Way of Thinking of Japanese Courts 

toward Injunctions and the Enforcement 
 
(1) Where Japanese courts issues a 

cross-border injunction 
Even in the card reader case, the Supreme 

Court did not deny the international jurisdiction of 
the Japanese court over “foreign” patent 
infringement cases. The point that became a 
problem in terms of a demand for injunction in the 
card reader case is that the U.S. patent law, which 
can serve as a basis for a demand for injunction, 
had cross-border effects. Therefore, when it comes 
to infringements within the territory of the United 
States like that in the coral sands case, it is 
considered that a demand for injunction against the 
act of infringement within the territory of the 
United States may be accepted as long as the 
relevant act is found, as a substantive determination, 
to constitute infringement of a patent right under 
the U.S. patent law. That is, it has not been denied 
in a theoretical sense that the Japanese court 
issues a sort of cross-border injunctions. 

Moreover, according to the holding of the 
Tokyo District Court in the coral sands case, a 
judgment rendered by the Japanese court “shall be 
recognized/enforced in other countries” where the 
Japanese court is recognized as having 
international jurisdiction. Although only negative 
confirmation of the right to seek an injunction was 
disputed in the coral sands case, the holding of the 
Tokyo District Court is understood as being based 
on the premise that, even if the place of 
infringement of an intellectual property right is 
outside Japan, the Japanese court can issue a 
cross-border injunction if the defendant at the 
Japanese court has general venue within the 
territory of Japan. 

However, in order to expect recognition 
/enforcement in other countries, it is extremely 
important, in particular, in relation to common law 
countries, that the content of the injunction is 
clearly specified. Furthemore, it is not always 
certain that injunctions by Japanese courts can be 

recognized/enforced in other States as it is the 
case in the E.U. Therefore, if it were necessary 
for Japanese courts to expect their injunctions to 
be recognized by foreign courts in order to grant 
cross-border injunctions, there might be quite 
limited situations where Japanese courts can 
grant such injunctions. 
 
(2) Measures to Secure the Effectiveness of 

Injunctions 
While it is not certain that injunctions by 

Japanese courts can be recognized/enforced by 
foreign courts, it does not always mean that 
Japanese courts turn out not be unable to grant 
cross-border injunctions. Firstly, it will be 
disputable whether or not the effectiveness of 
court orders is a condition for Japanese courts to 
grant a cross-border injunction.  Secondly, even 
if such a condition shall be fulfilled, it would be 
possible to secure effectiveness by resorting to a 
measure such as a kind of “astreinte” as far as a 
defendant has assets in Japan. 

 
(3) Recognition/enforcement of foreign 

injunctions by Japanese courts 
Then, could the Japanese court authorize the 

enforcement of a foreign injunction? 
In the coral sands case, the Tokyo District 

Court stated, “A declaratory judgment on 
non-existence of the right to seek an injunction 
that has been rendered by the court of a country 
having international jurisdiction should be 
recognized in other countries, including the 
country of registration, in the same manner as a 
judgment dismissing a demand for injunction that 
has been rendered by the court of a country 
having international jurisdiction, even if the 
country is not the country of registration.” 

It seems, however, doubtful that the court 
really thought about enforcing foreign injunctions 
in Japan as well as recognizing a foreign decision 
which declared non-infringement or dismissed a 
demand for an injunction. 

 
Ⅶ Conclusion 
 

International injunctions can be issued in a 
legitimate manner in intellectual property 
infringement cases. However, there are quite 
many unsolved problems, such as the 
geographical scope of an injunction and 
enforcement thereof, in addition to the issue of 
international jurisdiction that generally becomes a 
problem in transnational intellectual property 
infringement cases. Whether a court can grant a 
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cross-border injunction is not only related to 
whether the court has international jurisdiction. 
However, discussion has been held on the issue of 
to what extent international jurisdiction is 
recognized, in determing a demand for a 
cross-border injunction, particularly in Europe, 
due to the existence of the Brussels I Regulation 
and the Lugano Convention, on the premise that 
judgments rendered by courts whose jurisdiction 
was based on the  provisions set in said 
Regulation or Convention are relatively easily 
recognized/enforced in other countries. 

In fact, however, it is difficult to say that 
international injunctions have been frequently 
issued in intellectual property infringement cases 
in Europe, though cross-border injunctions 
through the dutch kort geding procedings at 
courts in the Netherlands attracted public 
attention for a period of time. In particular, only a 
few cases of recognition/enforcement of 
cross-border injunctions in other countries have 
been known.. 

Nevertheless, it seems that one reason why 
cross-border injunctions against IP infringement 
are not often granted nor enforced abroad is a lack 
of clarification of the procedural rules as to 
cross-border injunctions. If the rules can be 
clearer, cross-border injunctions might be more 
often sought and might be granted in 
transnational intellectual property infringement 
cases. 
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