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Today, no one doubts the importance of the system of the right of prior use. To date, the focus of 

attention has been placed on the issue of the objective scope of the right, leaving the issue of subjective 
scope unexamined. In Japan, due to its industrial structure, under which the practice of subcontracting is 
widespread, it is extremely important to determine whether the right of prior use arises for an 
order-placing party or an order-receiving party, i.e., subcontractor. Once the right of prior use arises, we 
will have to face the issue of how to interpret the subjective scope of the right. For example, we will have 
to determine whether an assistant and a subcontractor of the holder of a right of prior use should be 
included in the subjective scope of the right and whether a distributor who has purchased products from the 
holder of a right of prior use should be excluded from the scope. Without clarifying these issues, it would be 
impossible to promote the use of the system of the right of prior use. In this paper, we have examined 
French law, which is considered to be the origin of the Japanese system of the right of prior use, and made a 
comparison between the Japanese system and the French system. The insights gained from the French 
system were used to discuss possible interpretations of the subjective scope of the right of prior use under 
the Japanese system. 

 
 
 

Ⅰ Introduction 
 

Today, no one doubts the importance of the 
system of the right of prior use. In the course of 
discussion on the issue of the right of prior use, the 
focus of attention has been placed on the issue of 
the objective scope of the right, leaving the issue of 
subjective scope unexamined. 

Since subcontracting exists under the Japanese 
industrial structure, a business operator often 
places an outsourcing order with a subcontractor. 
Therefore, it is extremely important to determine 
whether the right of prior use arises for an 
order-placing party or an order-receiving party, i.e., 
subcontractor. However, the answer to this 
important question of who the qualified holder of 
the right of prior use is varies from one case to 
another due to the lack of clear judgment criteria.1 

Once the right of prior use arises, we will have 
to face the issue of how broadly the subjective 
scope of the right may be interpreted. For instance, 
if the holder of a right of prior use employs a 
subcontractor, it would be uncertain whether the 
subcontractor should be regarded as falling within 
the subjective scope of the right of prior use. If a 
company purchases products from the holder of a 
right of prior use for the purpose of selling them, it 
would also be unclear whether the distributor 

should be excluded from the subjective scope of the 
right of prior use. Without clarifying these issues, it 
would be impossible to promote the use of the 
system of the right of prior use. 

While the Japanese system of the right of prior 
use has been strongly affected by German law, the 
German system of the right of prior use has its 
origin in French law. Thus, this paper presents a 
summary of the French system of the right of prior 
use and conducts a comparative study between 
Japan and France in terms of the subjective scope of 
the right of prior use with the hope of gaining 
insights from French law. 

 
Ⅱ French system of the right of 

prior use 
 
The French system of the right of prior use 

was established based on the judgment handed 
down in 1849 by the Supreme Court of Judicature 
(Cour de cassation), 2 3  which held that that the 
raison d'etre of the system of the right of prior use 
shall be found in the protection of vested rights.4 
This interpretation was upheld by academic 
theories 5 , while a small number of theories 
interpreted the raison d'etre from the perspective of 
equity.6 

These theories shared the stance of using such 

(*) This is an English translation of the summary of the report published under the Industrial Property Research Promotion 
Project FY2010 entrusted by the Japan Patent Office. IIP is entirely responsible for any errors in expression or 
description of the translation. When any ambiguity is found in the English translation, the original Japanese text shall be 
prevailing. 
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terms as “vested rights” and “equity,” while using 
the following two notions to interpret the raison 
d'etre of the system of the right of prior use. 

The first notion is the protection of inventors.7 
The importance of this notion was advocated even 
more strongly after the 1968 legislation, which 
created the system of the right of prior use in 
France.8 

The second notion is the protection of the 
vested rights of a possessor. 9  According to the 
wording of relevant clauses, non-inventors are also 
entitled to hold a right of prior use.10 Therefore, the 
raison d'etre was interpreted not from the 
perspective of inventor protection but from the 
perspective of equity. 

As far as French law is concerned, the former 
notion seems to be more commonly used. 
Consequently, it is interpreted that the raison d'etre 
of the system of the right of prior use lies in the 
protection of inventor’s vested rights. Meanwhile, 
both notions have failed to clearly define the term 
“equity”.11 

 
Ⅲ Subjective scope of the French 

system of the right of prior use 
 
1 Introduction 

 
Article L613-7 of the Intellectual Property 

Code of France specifies the system of the right of 
prior use by stating that “Any person who, within 
the territory in which this Book applies, at the filing 
date or priority date of a patent was, in good faith, in 
possession of the invention which is the subject 
matter of the patent shall enjoy a personal right to 
work that invention despite the existence of the 
patent. The right afforded by this Article may only 
be transferred together with the business, the 
enterprise or the part of the enterprise to which it 
belongs.”12 

In the following sections, we will identify the 
qualified holder of the right of prior use and the 
scope of the right. In this paper, the right of prior 
use under the French system will be referred to as 
the right of prior personal possession based on the 
French term for the right of prior use. 

 
2 Any person (Toute Personne) 

 
The term “any person (toute personne)” 

clearly indicates that either a natural person or a 
juridical person could become the holder of a right 
of prior personal possession.13 Even a nation could 

benefit from a right of prior personal possession.14 
Casalonga strongly advocated that a person 

may not become the holder of a right of prior 
personal possession unless qualified as an inventor. 
Casalonga arg ued that a right of prior personal 
possession may be held only by an inventor or, in 
some special cases, by his or her successor. 15 
However, a careful examination of the 1968 Law 
reveals that the terms “inventor” and “his/her 
successor” are not used in the provision concerning 
the right of prior personal possession (Article 31 of 
the French patent law), indicating that the 
ownership of the right of prior personal possession 
is not limited to those people.16 Today, it is widely 
believed that it is not necessary to qualify as an 
inventor.17 

There used to be a debate as to whether the 
beneficiary of the right of prior personal possession 
should be determined based on the timing of the 
commencement of possession. Today, a consensus 
has been reached that the timing of the 
commencement of possession and the number of 
possessors are not important factors in determining 
whether a right of prior personal possession has 
arisen. This is because the fact that possession has 
been acquired would not provide reasonable 
grounds for granting exclusive rights to the 
possessor. 

There has been a discussion on an agreement 
under which research and development activities 
are commissioned. It has been interpreted that the 
commissioning party is entitled to hold a right of 
prior personal possession to the extent of the 
agreement.18 

There has also been a discussion on the 
assignment and transmission of an invention. This 
does not mean the assignment of a right of prior 
personal possession but rather the assignment or 
transmission of an invention.19 Under French law, a 
right of prior personal possession does not exist 
before a patent application is filed. When an 
invention is assigned, the assignee starts enjoying 
the benefits of prior personal possession of the 
invention on and from the date of assignment.20 
The same applies to the case where an invention is 
transmitted. Transmission of an invention may be 
made either orally or in writing as long as what is 
transmitted is recognizable as information on an 
invention.21 

Different treatment would be necessary in the 
case of a right of prior personal possession held by a 
company. If the invention in question is made out of 
research and development activities conducted by a 
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department that lacks juridical personality, the right 
of prior personal possession would be held by the 
corporation to which the department belongs.22 

If an invention is in the possession of each 
company belonging to the same corporate group, 
each company would be entitled to enjoy the 
benefits of a right of prior personal possession.23 If 
the invention is in the possession of only one of 
those group companies, the effect of having prior 
personal possession of the invention could not be 
enjoyed by the corporate group as a whole.24 

 
3 Good faith (Bonne foi) 

 
The requirement of good faith has its origin in 

the Roman law principle, i.e., “Fraud negates 
everything (Fraus omnia corrumpit).” 25  This 
requirement has been established based on judicial 
precedents since before the 1968 legislation that 
introduced the system of the right of prior personal 
possession. The use of this requirement has been 
viewed favorably by academic theories.26 

One of the early precedents is the judgment 
handed down by the Court of Appeal of Paris (Cour 
d'appel de Paris) on April 13, 1878. This is a case 
involving a patentee and his employee. The 
employee took advantage of a personal relationship 
with his employer and obtained information on his 
invention. By the time when the employer filed a 
patent application for the invention, the employee 
had already worked the invention. The Court of 
Appeal of Paris held that the possession acquired by 
the employee was tainted by fraud (fraude).27 

According to judicial precedents, the person 
who has acquired possession is required to prove 
that the requirement of good faith has been met.28 

An analysis of judicial precedents that took 
place before the legislation shows that many of 
those precedents involved an invention made out of 
an employer-employee relationship. In some cases, 
an employee subsequently claimed a right of prior 
personal possession,29 whereas, in other cases, a 
third party who has learned of an invention from an 
employee claimed such a right.30 In most of those 
cases, the court found that the requirement of good 
faith was not fulfilled. 

According to a general theory that can be 
derived from judicial precedents that took place 
after the legislation, the requirement of good faith is 
considered to be satisfied in the case of “a self-made 
invention or an invention legally learned of from the 
inventor.31” 

 

4 Territory (Territorialité) 
 
Since Article L613-7 of the current Intellectual 

Property Code of France states “within the 
territory in which this Book applies,” possession 
needs to be acquired within France.32 

The territorial requirement for possession 
becomes an issue in the following two cases: the case 
where the possession acquired in France has its origin 
in the possession acquired in a foreign country and the 
case where the possession has been achieved outside 
France, while the possessor is in France.33 

In the former case, the possessor may start 
enjoying benefits of a right of prior personal 
possession on and from the date on which the 
possession is achieved in France. 34  As a judical 
precedent, the Court of Appeal of Paris handed down 
a judgment addressing this issue on July 5, 1879.35 

The latter case has been discussed for each of 
the following two possible cases. In the first case, 
the possessor has an office in France, while the 
possession of the invention has been achieved by an 
office in a foreign country. In this case, the office in 
France may not acquire the right of prior personal 
possession unless prior personal possession is 
achieved in France.36 In the second case, the right 
holder of an invention is in France, whereas the 
inventor is in a foreign country.37 Regarding this 
case, there is an academic theory stating that the 
territorial requirement should be waived in this 
case and that a right of prior personal possession 
should be held by the right holder in France.38 As 
relevant judical precedents, the Superior Court of 
Paris (Tribunal de Grande Instance de Paris) handed 
down judgments addressing this issue on March 31, 
1989, and December 19, 2003, respectively.39 40 

 
5 Date (Date) 

 
Article L613-7 of the Intellectual Property 

Code of France specifies the time requirement by 
stating “the filing date” and “priority date.” 
Consequently, as far as patent applications filed in 
France are concerned, a judgment will be made 
based on the actual filing date. In the case of an 
application claiming priority, a judgment will be 
made based on the priority date. 

 
6 Possession (Possession) 

 
In order for possession to be achieved, 

accurate and complete recognition of the invention 
would be necessary. 
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The right of prior personal possession was 
explicitly specified in Article 31 of the French 
patent law by Law No.68-1 dated January 2, 1968. 
The legislative history of establishing said right 
suggests why the notion of “the possession of an 
invention” was adopted despite and because of its 
ambiguity instead of the notion of “the working of 
an invention”. This is why the legislator is 
evaluated with having chosen to remain silent.41 

Academic theories are divided over how to 
interpret “possession.” In France, a majority of 
theories seem to have adopted the interpretation 
that the notion of possession does not require the 
working of an invention.42 However, based on an 
in-depth study of the notion of possession, some 
scholars presented a strong argument that the 
notion of possession requires the working of an 
invention.43 

Judicial precedents are also divided over this 
issue. In recent precedents, the court is likely to 
waive the requirement that an invention must be 
worked. These days, it is rare for the court to 
explicitly find the working of an invention as a 
requirement for the possession of the invention. 

 
7 Scope of the right of prior personal 

possession 
 
In this section, we will discuss the scope of the 

right of prior personal possession. 
In France, due to the absence of statutory 

limitations, it is widely believed that the right 
holder may freely change the nature and manner of 
working an invention.44 Similarly, no limitations are 
imposed on quantitative expansion of the working of 
an invention.45 

To discuss the personal scope of the right of 
prior personal possession, it would be convenient to 
discuss the issue of upstream separately from the 
issues of downstream. The issue of upstream lies in 
the manufacturing phase of products that are 
subject to a right of prior personal possession, 
whereas the issue of downstream lies in the 
marketing phase of those products. After discussing 
those two issues, we will discuss the issue of 
assigning the right of prior personal possession. 

First, the upstream issue needs to be examined 
based on the clear understanding that the holder of 
a right of prior personal possession is prohibited 
from granting a license. 46  This prohibition has 
given rise to the question of whether the holder of a 
right of prior personal possession is permitted to 
contract out the work that requires the exercise of 

the right of prior personal possession. Academic 
theories consider such use of a subcontractor to be 
permissible in principle. 47  Some of the judical 
precedents involved an associate, while others 
involved a subcontractor. The difference between an 
associate and a subcontractor is unclear. In those 
precedents, the court found an associate favorably 
and a subcontractor unfavorably. 4849 

Second, the downstream issue should be 
examined from the perspective of whether the 
distributor’s (distributeur) act of selling products 
manufactured by the holder of a right of prior 
personal possession constitutes infringement. This 
issue should not be regarded as an issue of 
exhaustion (Article L613-6 of the Intellectual 
Property Code of France). 50  Academic theories 
share the view that the third party’s act of selling 
products manufactured by the holder of a right of 
prior personal possession does not constitute 
infringement.51 However, the grounds for the view 
vary from one theory to another and remain unclear. 
Some theories use the principle of equity as the 
grounds,52 while other theories find grounds in the 
fact that, if a distributor is prohibited from 
exercising the right of prior personal possession, it 
would be meaningless to permit the holder of a 
right of prior personal possession to manufacture 
products.53 In judicial precedents, the court found 
that the distributor’s act of exercising the right of 
prior personal possession did not constitute 
infringement. The grounds for this finding were not 
explained by the court.54  

Regarding the assignment of the right of prior 
personal possession, Article L613-7 of the 
Intellectual Property Code of France imposes 
certain limitations. 55  These limitations were 
established based on the personal nature of the 
right of prior personal possession.56 The limitations 
were revised by the law dated December 18, 1996. 
The current Code specifies that, “The right afforded 
by this Article may only be transferred together 
with the business, the enterprise or the part of the 
enterprise to which it belongs.” Before the revision, 
the provision referred only to “enterprise,” causing 
controversy as to how to interpret the word. It 
would be beneficial for Japan to learn from this 
controversy, which is summarized below. 

Academic theories had a tendency to broadly 
interpret the notion of enterprise. 57  In judicial 
precedents, the court interpreted the term 
“enterprise” as factory (usine), business office 
(maison de commerce), and business (fonds de 
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commerce).58 59 In either case, the term “enterprise” 
was not clearly defined. 

Academic theories and judicial precedents 
shared the view that the assignment of an entire 
business will allow the assignee to receive a 
transfer of the right of prior personal possession 
and continue the operation of the business.60 For 
instance, if a company absorbs another company 
that holds a right of prior personal possession, the 
absorbing company may use said right of the 
absorbed company.61 The same is true in reverse. 
For example, if a company that holds a right of prior 
personal possession absorbs another company, the 
absorbed company may use said right of the 
absorbing company.62 In the case of a merger of 
companies, all the companies may enjoy the 
benefits of the right of prior personal possession 
that has been acquired by any of those companies.63 

Views were divided over the case of partial 
asset transfer. Some scholars argued that the 
benefits of the right of prior personal possession 
belong exclusively to the original holder of a right of 
prior personal possession because each company 
retains its juridical personality.64 On the other hand, 
some other scholars argued that a transfer of the 
right of prior personal possession should be 
permitted even in the case of partial asset transfer.65 
66 Regarding a corporate split-up, some scholars 
argued that a transfer of the right of prior personal 
possession should be permitted on the analogy of a 
situation where a parent company hopes to transfer 
its right of prior personal possession to its 
subsidiary company.67 

 
8 Burden of proof 

 
The person claiming a right of prior personal 

possession must bear the burden of proof.68 The 
ownership of a right of prior personal possession 
may be proven in various ways.69 

 
Ⅳ Purpose of the system of the 

right of prior use in Japan 
 
In Japan, the purpose of the system of the right 

of prior use should be interpreted as “providing 
legitimate business operators with protection for 
their industrial possession.”70 This interpretation 
would provide reasonable explanation for why the 
expansion of business size is permissible. 
Furthermore, this interpretation would make it 
possible to explain the relationship between the 
raison d'etre of the system of the right of prior use 

and that of the patent system without raising 
theoretical issues. Thus, based on this 
interpretation, we will determine the subjective 
scope of the system of the right of prior use. 

 
Ⅴ Subjective scope of the system 

of the right of prior use in Japan 
 
1 Introduction 

 
Article 79 of the Japanese Patent Act specifies 

as follows. 
“A person who, without knowledge of the 

content of an invention claimed in a patent 
application, made an invention identical to said 
invention, or a person who, without knowledge of 
the content of an invention claimed in a patent 
application, learned the invention from a person 
who made an invention identical to said invention 
and has been working the invention or preparing for 
the working of the invention in Japan at the time of 
the filing of the patent application, shall have a 
non-exclusive license on the patent right, only to 
the extent of the invention and the purpose of such 
business worked or prepared.” 

Based on this provision, the following sections 
will discuss the subjective scope of the right of prior 
use. 

 
2 Person 

 
Since no limitations are imposed on the term 

“person,” either a natural person or a juridical 
person may hold a right of prior use. Even a nation 
may become the holder of a right of prior use. 

In Japan, since said provision does not require 
“person” to be an inventor, a non-inventor may 
enjoy the benefits of a right of prior use. Moreover, 
the provision does not require “person” to be a 
person who has learned of an invention directly 
from the inventor. 

Regarding the number of holders of a right of 
prior use, the provision imposes no limitations 
either. 

In France, regarding an agreement under which 
research and development activities are commissioned, 
it is interpreted that the commissioning party is 
entitled to enjoy the benefits of the right of prior 
personal possession to the extent of the 
agreement.71 In Japan, no discussion has been made 
in this respect. 

When an invention is assigned or transmitted, 
the party receiving the assignment or transmission 
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may acquire the right of prior use as long as other 
requirements are satisfied. Since said provision 
imposes no limitations, if an invention is assigned or 
transmitted, the receiving party would be entitled 
to acquire the right of prior use even if the business 
itself is not assigned to the party. 

While the issue of how to treat the right of 
possession held by a company was in discussion in 
France, Japan has paid little attention to the issue. 

If an invention is made out of research and 
development activities conducted by a department 
that lacks juridical personality, the right of 
possession would be held by the corporation to 
which the department belongs. France also 
discussed the case of companies belonging to the 
same corporate group. This issue has been left 
unaddressed in Japan. If an invention is worked by 
each of the group companies that has juridical 
personality, each company would be entitled to 
enjoy the benefits of the right of prior use. 

 
3 Legitimacy of the route through which 

an invention was learned of 
 
In Japan, in order to become the holder of a 

right of prior use, the legitimacy of the route 
through which an invention was learned of is 
required. This requirement is defined as “good faith” 
in the law of 1921. Since the in-depth examination 
of this requirement is indispensable to determine 
the subjective scope of the right of prior use, we 
will refer to both the former law and the current 
law. 

There are judicial precedents in which the 
court found, under the former law, that “the term 
‘good faith’ refers to the absence of awareness that 
the right of the applicant may be damaged 
(Judgment of the Supreme Court in prewar Japan 
dated November 15, 1934),” “without the 
knowledge of the existence of a prior application 
(Judgment of the Supreme Court in prewar Japan 
dated February 4, 1938), and “the belief that the 
design belongs to oneself without realization of the 
fact that the design belongs to another person 
(Judgment of the Supreme Court dated October 17, 
1969).”72 73 74 

Under the current law, disputes could arise if 
the routes through which an invention was learned 
of are identical. In the Sapporo High Court 
judgment dated December 26, 1967, and the Osaka 
District Court judgment dated March 11, 1977, the 
court found a right of prior use to have arisen 

although the routes through which the invention 
was learned of were identical.75 76 

On the other hand, academic theories were 
divided over the interpretation of “good faith” 
required under the law of 1921. Some scholars 
interpreted “good faith” as “the lack of knowledge 
that an application has been filed,”77 “the absence 
of awareness that the creation made by the 
application exists,”78 “no intention of committing a 
wrongful act,” 79  “the belief that the creation 
belongs to oneself without realization of the fact 
that it belongs to another person,” 80  and “the 
intention of compliance with the public order and 
good morals.”81 

The lack of clarity in the requirement of good 
faith has been pointed out as problematic.82 In order 
to clarify the requirement, a legal revision was 
made. 

In view of this legislative history, some 
scholars argue that, while the current law contains a 
provision that requires the legitimacy of the route 
through which an invention was learned of, the 
provision merely specifies in general terms a typical 
case where the requirement of good faith is met.83 
A majority of academic theories argue that it would 
be unreasonable to adopt such narrow interpretation 
that said provision is applicable only to cases where 
inventions were made through two different 
routes.84 

 
4 Territory 

 
In Japan, said provision requires an invention 

to be worked in Japan. Therefore, if an invention is 
worked outside Japan, a right of prior use would not 
arise. 

 
5 Date 

 
Unlike France law, which adopts the term “the 

filing date,” Japanese law has adopted the term “at 
the time of the filing of the patent application.” In 
the case of an application claiming Paris Convention 
priority, a judgment as to whether a right of prior 
use arises will be made based on the priority date 
under Article 4B of the Paris Convention. 

 
6 Interpretation of the business involving 

the working of the relevant invention 
 
What is the definition of the business involving 

the working of the relevant invention? This is a 
contentious issue especially when the operation is 



● 7 ● 
IIP Bulletin 2011 Vol.20 

carried out under a manufacturing outsourcing 
agreement. 

According to the judgment of the Supreme 
Court in prewar Japan dated February 4, 1938, the 
court found that the order-receiving party had a 
right of prior use by holding that “any person who 
has been engaged in the business of producing or 
selling certain products shall have the right to work 
the relevant invention as long as the person learned 
of the invention from the information contained in 
an order placed by another person or in a sample 
presented by another person, or the person made 
the invention on his/her own for the purpose of 
using it for his/her own business.”85 

The judgment of the Supreme Court dated 
October 17, 1969, stated that “Academic theories 
have adopted the view that the phrase ‘conducting 
the business involving the use of the design’ 
contained in Article 9 of the former Design Act 
refers to the situation where a person claiming the 
right to use the design conducts the business 
involving the use of the design for his/her own 
benefit on his/her own account. However, this view 
should not be narrowly interpreted as referring to 
cases where the person directly engages in the 
business of producing and selling the products using 
the design.”86 Rather, this view should be broadly 
interpreted as encompassing cases where the 
person places an order with another person who has 
facilities necessary for the business in order to have 
the person produce the products using the design 
exclusively for the order-placing party and deliver 
the products to the order-placing party so that the 
order-placing party can sell them to other parties. 
In this judgment, the court found that the 
order-placing party in a foreign country had a right 
of prior use in Japan. It should be noted, however, 
that this judgment did not present the interpretation 
that the order-receiving party was not entitled to 
hold the right of prior use.87 

According to academic theories, the phrase 
“the business involving the working of the relevant 
invention” has long been interpreted as referring to 
a situation where a person conducts business 
involving the working of the relevant invention for 
his/her own benefit on his/her own account. 88 
These criteria, i.e., “for his/her own benefit” and 
“on his/her own account” have been criticized as 
not being clear enough in some cases.89 For this 
reason, some academic theories argue that a 
judgment should be made based on such facts as on 
whose account the business was carried out, or 

more specifically, who actually operated the 
business.90 

 
7 Scope of the right of prior use 

 
The issue of upstream was addressed in the 

Supreme Court judgment dated October 17, 1969. 
The Supreme Court found that, as far as the 
order-placing party has a “relationship of affiliation” 
with the order-receiving party, the act of the 
order-receiving party shall be regarded as falling 
within the scope of the order placing party’s right of 
prior use. Academic theories have supported the 
Supreme Court judgment and shared the view that 
the holder of a right of prior use may contract out 
the task of manufacturing products as long as the 
right holder uses the subcontractor as if it were its 
affiliated institution or its “hands and 
feet”(manufacturing facilities).91 

The issue of downstream was addressed in the 
Chiba District Court judgment dated December 14, 
1992.92 The Chiba District Court found that the 
person who had purchased products from the holder 
of a right of prior use was entitled to have a right of 
prior use by holding that the right of prior use 
would be meaningless if the person who purchased 
those products is subject to the exercise of a patent 
right. Academic theories cited this Chiba District 
Court judgment and pointed out that this conclusion 
needs to be upheld in order to ensure the effect of 
the right of prior use.93 Some scholars argued that 
the doctrine of exhaustion may be applicable to this 
case.94 

Apart from cases of general succession such as 
inheritance, the right of prior use may be 
transferred only where the business involving the 
working of the relevant invention is also transferred 
or where the consent of the patentee is obtained. 
(Article 94, paragraph (1) of the Patent Act). 
Disputes tend to arise when a right of prior use is 
transferred together with the business involving the 
working of the relevant invention. In some judicial 
precedents such as the case where all of the 
facilities were transferred (Chiba District Court 
Judgment dated December 14, 1992) and the case 
where contribution in kind was made (Osaka High 
Court Judgment dated November 29, 2000), the 
transfer of the right of prior use was permitted on 
the grounds that the business involving the working 
of the relevant was also transferred.9596 On the 
other hand, academic theories interpreted the 
business involving the working of the relevant 
invention as the business that is sufficient to work 
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the invention and supported the view that a 
judgment should be made on a case-by-case basis.97 

 
8 Burden of proof 

 
The burden of proof shall be born by the 

person claiming a right of prior use.98 
 

9 Other points at issue 
 
Further discussion would be necessary on the 

notion of “affiliated institution.” In the context of 
the discussion on the right of prior use, the notion 
of “relationship of affiliation” was presented in the 
Supreme Court judgment dated October 17, 1969, 
regarding the issue of downstream.99 This indicates 
that the court took the theory of affiliation into 
consideration. The affiliation theory first appeared 
in the judgment of the Supreme Court in prewar 
Japan dated December 22, 1938, regarding the 
working of an invention by a joint patentee. 100 
According to this judgment, there are three 
requirements for being recognized as an affiliated 
institution: (1) the entity must have concluded an 
agreement with the right holder under which the 
entity manufactures products for the right holder in 
exchange for a fee paid by the right holder, (2) the 
entity must be receiving supervision and 
instruction from the right holder regarding the 
purchase of raw materials necessary for the 
manufacturing of the products, the marketing of the 
products, and the quality of the products, and (3) the 
entity must be delivering all of the products to the 
right holder and not selling any of them to a third 
party. 101  There has been a consensus among 
academic theories that, if an entity qualifies as an 
affiliated institution, its act of manufacturing 
products would not constitute infringement. 102 
However, further discussion would be necessary to 
clarify the definition of “affiliated institution.” 

 
10 Others 

 
The right of prior use holder’s act that is 

deemed to constitute infringement (Article 101 of 
the Patent Act) does not constitute infringement of 
the patent. And it has been interpreted that the 
right of prior use should be applied (by analogy) to 
the infringer of Article 101 of the Patent Act.103 
Said system should also be applied by analogy to 
cases involving the right to claim compensation 
(Article 65 of the Patent Act).104 

 

Ⅵ Insights from French law 
 
1 Legitimacy of the route through which 

an invention was learned of (the 
requirement of good faith) 

 
If the legitimacy of the route through which an 

invention was learned of is regarded as a form of the 
requirement of good faith, there would be only a 
small difference between Japan and France in terms 
of legal interpretation of the requirement. Therefore, 
rather than studying the legal interpretation under 
French law, we should examine judicial precedents 
in France and analyze court judgments with regard 
to the requirement of good faith. 

 
2 The business involving the working of 

the relevant invention as a prerequisite 
for the right of prior use 
 
Under French law, it is still debated whether 

the working of the relevant invention should be 
regarded as a prerequisite for the right of prior 
personal possession. In-depth discussion on this 
issue has yet to take place in France. As far as 
French law is concerned, the discussion as to who is 
qualified to hold the right of prior use is still at the 
stage of examining the notion of possession. For 
this reason, French law provides little insight for 
Japanese law. 

 
3 The scope of the right of prior use 

 
With regard to the issue of upstream, France 

has failed to provide concrete criteria useful for 
Japan except for such criteria as “control” and 
“account.” In terms of legal theory, France and 
Japan share the view that any person that may be 
identified with the holder of a right of prior personal 
possession may fall within the scope of the right of 
prior personal possession. 

Regarding the issue of downstream, both 
France and Japan have reached the conclusion that, 
in the case of a person who has purchased products 
from the holder of a right of prior use, his/her act of 
selling those products does not constitute 
infringement. The grounds found by France are the 
same as those found by Japan.105 However, France 
has not realized the possibility of the invocation of 
the right of prior use to cases involving a person 
who has purchased products. In terms of the level of 
sophistication of the legal theory, Japanese law is 
more advanced than French law. 
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Regarding the issue of transfer of the right of 
prior use, France is more advanced than Japan in 
terms of the depth of interpretation of the notion of 
“enterprise.” Therefore, it would be useful for Japan 
to study the interpretations presented in individual 
cases in France. 

 
Ⅶ Conclusion 

 
This study has gained insights from an analysis 

of the subjective scope of the right of prior personal 
possession under French law and used those 
insights to discuss possible interpretations of the 
subjective scope of the right of prior use under 
Japanese law. 

Although the French system is regarded as 
unique in the world, the discussion on the French 
system presented in this paper is relevant to the 
issues faced by the Japanese system. 

For example, it would be beneficial for Japan to 
examine how France interpreted the requirement of 
good faith in individual cases. It would also be very 
useful to examine the case-by-case judgment on a 
transfer of a right of prior use in France. 

However, an examination of French law would 
be insufficient for us to develop interpretation 
theories on the subjective scope of the right of prior 
use under Japanese law. It would be indispensable 
to refer to German law, which received a strong 
influence from French law and provided a basis for 
the Japanese Patent Act. While coming from a 
different historical lineage, US law would also give 
us some insights. The U.S. established the system 
of the right of prior use and subsequently limited 
the applicability of the system to the cases involving 
business method.106 

In order to determine the subjective scope of 
the right of prior use under Japanese law, it would 
be necessary to conduct a comparative study on the 
laws of various countries in consideration of the role 
of the system of the right of prior use within the 
framework of intellectual property laws and the 
raison d'etre of intellectual property rights. 
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